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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.1 14. Applicant's submission filed on October 
29 th , 2007 has been entered. 

Response to Amendment 

2. This office action is in response to applicant's response filed on October 29 th , 
2007. Applicant responds to rejections. Claims 1-40 are pending. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1, 2-8, 12, 13, 22, and 40 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Banyai (US 2001/0034262 A1). 
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Concerning claims 1 and 22, Banyai teaches a method and system of playing a 
participation game played until determination of a winner, said method comprising: 
receiving a request for a play of said game [0006]; associating a current draw result 
with said request [0007]; associating a game card with said request [0008]; comparing 
said game card with said current draw result to evaluate fulfillment of an end-of-game 
criterion [0009]; providing said game card and said draw result in response to said 
request [0007]; and preventing comparison of said current draw result with a new game 
card upon a positive end-of-game criterion evaluation, while maintaining the current 
draw for a further play request upon a negative end-of-game criterion evaluation [0010]. 
Banyai teaches a system for distribution of game-related information wherein said 
game-related information allows the play of a participation game ending with the 
determination of a winner, said system comprising; draw generation means generating 
a draw result [Fig. 1 item 16]; a draw register storing said draw result [Fig. 1 item 16]; 
card distribution means providing a game card upon request [Fig. 1 item 14]; request 
handling means receiving said request [Fig. 1 item 10], associating said game card and 
said draw result with said request [Fig. 1], and responding to said request by 
transmitting to the requesting player said game card and said draw result [Fig. 1 items 
14, 16]; and end-of-game evaluation means comparing said game card with said draw 
result based on an end-of-game criterion and signaling a game state change upon 
fulfillment of said end-of-game criterion, the end-of-game evaluation means not 
signaling a game state change when the end-of-game criterion is not fulfilled [Fig. 1 
items 18, 26, 28, 30, 32] 
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Concerning claim 2, Banyai teaches said end-of-game criterion comprises a 
unique criterion associated with a unique end-of-game prize [Fig. 1 items 24, 22]. 

" Concerning claim 3, Banyai teaches identifying a winning game card upon a 
positive evaluation of said end-of-game criterion [Fig. 1 items 18, 20]. 

Concerning claim 4, Banyai teaches signaling the end of said game upon a 
positive evaluation of said end-of-game criterion [Fig. 1 item 20]. 

Concerning claims 5, and 6, Banyai teaches initiating a new draw result or game 
upon a positive evaluation of said end-of-game criterion and reception of the first 
play/game request for a game [Fig. 1 items 10, 20, 30]. After the game is over, the 
player then starts over and places a wager. 

Concerning claim 7, Banyai teaches generating a game card in response to said 
request [0006/0007]. 

Concerning claim 8, Banyai teaches randomly selecting a game card among a 
set of game cards upon reception of said request for a play [0034, lines 1-8]. 

Concerning claims 12 and 13, Banyai teaches comparing said game card with 
current draw result based on prize criteria; and awarding prizes to a player on said 
comparison of said game card with said current draw result, further comprising 
associating at least one of said prize criteria with said end-of-game criterion [0043]. 

Concerning claim 40, Banyai teaches a game starts upon reception of a first 
game request for the game [Fig. 1 item 10]. The player places a game wager as a first 
game request. 
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Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



5. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

6. Claims 8-27, 28-33, and 34-39 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Banyai (US 2001/0034262 A1) in view of Itkis et al. (US Patent 
Publication 2002/0094860, hereinafter "Itkis") and the Kentucky State Gaming 
Regulations. Banyai lacks teaching details of card storage means, validation methods, 
and communication with central server. The publication to Itkis discloses a fully 
automated bingo session. 

Regarding at least claims 2-5, 12-14, and 35, Itkis discloses unique end of game 
criterion associated with a unique prize, such as one prize amount for a simple BINGO 
and another prize amount for a specific pattern; identifying a winning game card, [0014], 
issuing a prize and associating prize with end of game criterion, [0014]; positive end of 
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game criterion signals the end of the game, worded a different way, the game state 
changes to "end of game", [0014], positive end of game criterion starts a new game, 
[0014], generating a game card in response to a request to play a game, [0048]. 

Regarding at least claims 8-1 1 , Itkis discloses selecting a game card from a set; 
generating and storing a set of game cards, retrieving game card from set, flagging 
winning cards [0042/0057/0061]. 

Regarding at least claims 1 5 and 16, Itkis discloses that at least one or as many 
as all steps can be remote, [0012]. 

Regarding at least claims 17-20, Itkis discloses that players must validate their 
tickets to get a prize, this validation would determine that they are a winner; this 
validation completes that session for them; the validation process does not prevent new 
requests from taking place, [0015/0016]. 

Regarding at least claims 23-27 and 29-32, Itkis discloses a draw communication 
means and card drawing means, [Fig. 1 items 2, 9, 33, 44, 129]; card communication 
means, [Fig. 9]; archiving means, [Fig. 9 items 4, 38, 40]; card storage and distribution 
means, [Fig. 9 items 4, 38, 33]; card generation means, [0042]; the system comprises 
more than one entity, the generation and handling means forming one of the entities, 
[Fig. 1 item 2]; draw generation means is a bingo blower, [Fig. 1 1tem 9]; prize 
evaluation means, remotely connected to request handling means, [Fig. 1 Item 2]. 

Regarding claim 33, Itkis does not explicitly disclose monitoring jackpot prizes, 
however Itkis does disclose monitoring prizes in general on both a TV monitor as well 
as a portable monitor. It is well known in the art that a Jackpot prize or progressive 
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prize is common to all forms of gaming, including keno, bingo, slots, and lotteries (such 
as power ball). 

Concerning claim 34, Banyai teaches a plurality of draw registers with each one 
of them being associated with a different game title [0030]. The draw used for the 
game evaluation is kept in the draw register. Banyai discloses a video terminal 
including a video display for displaying the randomly drawn designations. It is well 
known to one skilled in the art that the data displayed on the video terminal including the 
drawn designations is contained in a computer memory that would include a draw 
register. Banyai also discloses physical draw registers in the form of ball blowers 
networked with a central computer and server for implementing the management of and 
accounting for the game including the requirements of the game pool. The 
requirements for winning the game pool would be the draw used for the game 
evaluation which are accounted for and managed in the central computer. 

Regarding at least claims 36 and 37, Itkis discloses a criteria evaluations means, 
that can use criteria to validate a win, [Fig. 1 1tem 12 and 7], in communication with an 
end of game evaluation means, [Fig. 1, Item 2]. 

Regarding claim 38, Itkis discloses that once a winning card has been found play 
is suspended on that gaming session, upon validation and collection of winnings that 
particular gaming session would officially then be over [0014/0049/0050]. 

Regarding claim 39, Itkis discloses constantly monitoring all active cards in a set 
for potential winning, if no card fulfills the end of game criteria, that state of the game is 
noted and subsequent draws occur until a card meets the end of game criteria [0057]. 
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It would have been obvious to combine the teachings of Banyai with the 
teachings of Itkis because all the claimed elements were known in the prior art and one 
skilled in the art could have combined the elements as claimed by known methods with 
no change in their respective functions, and the combination would have yielded 
predictable results to one of ordinary skill in the art at the time of the invention. 

7. Claim 21 is rejected under 35 U.S.C. 103(a) as being unpatentable over Banyai 
in view of Kentucky State Gaming Regulations. Regarding claim 21 Banyai does not 
explicitly disclose limiting the time for game validation. The Kentucky State Gaming 
Regulations not only disclose, but also mandate that lottery tickets will have limited time 
for validation. 1 54A. 1 1 0 (2) (e). It would be obvious to one of ordinary skill in the art at 
the time of the inventions to combine the matching number game of Banyai with the 
Kentucky State Gaming Regulations, as law would require it. 

8. Claim 28 is rejected under 35 U.S.C. 103(a) as being unpatentable over Itkis in 
view of the Kentucky State Gaming Regulations. Itkis does not explicitly disclose 
preventing duplicate cards. The Kentucky State Gaming Regulations has a specific rule 
for when two players are both owed a prize, that they must split the winnings. 154A.1 10 
(2) (d). Itkis discloses in 0017 that it is important and a goal of the invention to attract 
players to the casino. It would be obvious to one of ordinary skill in the art at the time of 
the invention to prevent the duplication of cards in the Itkis system in order to insure that 
'"high-rollers" and other players will not have to share prizes with anyone and therefore 
better attract them to a certain casino. 
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9. Examiner's Note: Examiner has cited particular columns and line numbers in the 
references as applied to the claims above for the convenience of the applicant. 
Although the specified citations are representative of the teachings in the art and are 
applied to the specific limitations within the individual claim, other passages and figures 
may apply as well. It is respectfully requested from the applicant, in preparing the 
responses, to fully consider the references in entirety as potentially teaching all or part 
of the claimed invention, as well as the context of the passage as taught by the prior art 
or disclosed by the examiner. 

Response to Arguments 

10. Applicant's arguments, see page 2, filed October 29 th , 2007, with respect to claim 
rejection under 35 U.S.C. 112 have been fully considered and are persuasive. The 
rejection of 35 U.S.C. 112 has been withdrawn. 

1 1 . Applicant's arguments filed October 29 th , 2007 have been fully considered but 
they are not persuasive. Concerning claims 1 and 22, applicant believes that Banyai 
does not teach the steps of: receiving a request for a play of said game; and preventing 
comparison of said draw result with a new game card upon a positive end-of-game 
criterion evaluation, while maintaining the current draw for a further play request upon a 
negative end-of-game criterion evaluation. However, Banyai does teach the above 
claimed limitations according to the claim language. To further explain, Banyai 
teaches receiving a request for a play of said game by allowing the player to place a 
wager [0006]. Banyai also teaches maintaining the current draw for a further play 
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request upon a negative end-of-game criterion evaluation. As defined by the applicant, 
a negative end-of-game criterion is the criterion not being fulfilled. Banyai teaches to 
continue randomly drawing designation from the set as long as the criterion for winning 
is not fulfilled [0010]. Banyai also teaches preventing comparison of said draw result 
with a new game card upon a positive end-of-game criterion evaluation. A positive end- 
of-game criterion is the winning of a game by matching all to the designations. When 
this occurs, a player is paid a prize [0022] and the game ends [0023] preventing 
comparison of said draw result with a new game card upon a positive end-of-game 
criterion. 

12. Concerning claim 2, applicant believes the end-of-game criterion defined in 
claims 1 and 22 to be different from what is taught by Banyai. Examiner has clearly 
explained one meaning of the claim language as stated above. Applicant states that 
Banyai does not teach said end-of-game criterion comprises a unique criterion 
associated with a unique end-of-game prize. However, Banyai does teach this limitation 
according to the claim language. To further explain, Banyai teaches said end-of- 
game criterion comprises a unique criterion which is containing 3 matches [Fig. 1, item 
24], instead of the usual 4 matches [Fig. 1 item 18], and this unique criterion is 
associated with a unique end-of-game prize [Fig. item 22]. There is a prize paid for 
having 3 matches only. 

1 3. Concerning claims 3-27, 28, 33, and 35-40, further explanation is presented for 
claims 1 and 22. 
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14. Concerning claim 34, applicant states that Banyai does not teach the use of a 
plurality of draw registers with each one of them being associated with a different game 
title. However, Banyai does teach this limitation as claimed. To further explain, Banyai 
teaches a plurality of draw registers with each one of them being associated with a 
different game title [0030]. The draw used for the game evaluation is kept in the draw 
register. Banyai discloses a video terminal including a video display for displaying the 
randomly drawn designations. It is well known to one skilled in the art that the data 
displayed on the video terminal including the drawn designations is contained in a 
computer memory that would include a draw register. Banyai also discloses physical 
draw registers in the form of ball blowers networked with a central computer and server 
for implementing the management of and accounting for the game including the 
requirements of the game pool. The requirements for winning the game pool would be 
the draw used for the game evaluation which are accounted for and managed in the 
central computer. 

1 5. Concerning claim 40, Banyai teaches a game starts upon reception of a first 
game request for the game [Fig. 1 item 10]. The player places a game wager as a first 
game request. The game therefore starts upon the player placing a wager. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Malina K. Dhillon whose telephone number is (571) 270- 
1297. The examiner can normally be reached on Mon. - Thurs., 7 AM - 6 PM, EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bob Pezzuto can be reached on (571 ) 272-6996. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Robert E. Pezzuto 
Supervisory Patent Examiner 
Art Unit 3714 / 



Malina Dhillon 
11/19/07 



SUPERVISORY PATENT EXAMINER 



